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1 . An examiner's amendment to the record appears below. Should the 
changes and/or additions be unacceptable to applicant, an amendment may be filed as 
provided by 37 CFR 1 .31 2. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Garth Dahlen on 5/25/04. 

Amend the claims as follows: 
Cancel claims 6-7. 

2. Newly submitted claims 6-7 are directed to an invention that is independent 
or distinct from the invention originally claimed for the following reasons: 

A. Restriction to one of the following inventions is required under 35 U.S.C. 

121: 

I. Claims 1-5, which were originally presented, drawn to emulsions, 
classified in class 524, subclass 501 . 

II. Claims 6-7, newly presented, drawn to coated paper, classified in class 
428, subclass 507 

The inventions are distinct, each from the other because: 

Inventions of group I and group II are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this 
relationship if the intermediate product is useful to make other than the final product 
(MPEP § 806.04(b), 3rd paragraph), and the species are patentably distinct (MPEP § 
806.04(h)). In the instant case, the intermediate product is deemed to be useful as 
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coating a substrate other than paper and the inventions are deemed patentably distinct 
since there is nothing on this record to show them to be obvious variants. Should 
applicant traverse on the ground that the species are not patentably distinct, applicant 
should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions anticipated by the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other 
invention. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 6-7 would have been withdrawn from 
consideration as being directed to a non-elected invention had they not been cancelled 
to place this application in condition for allowance. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

The examiner has written these elements related to restriction for the express 
purpose of maintaining the applicant's rights when such restriction requirements are 
made. 
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3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick Niland whose telephone number is (571 ) 272- 
1 121 . The examiner can normally be reached on Monday through Thursday from 10 
a.m. to 5 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on (571)272-1119. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 
pn 
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